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§1.987

to merely providing notice of the other
proceeding without discussion of issues
of the current inter partes reexamina-
tion proceeding. Any paper not so lim-
ited will be returned to the sender.

§1.987 Suspension of inter partes reex-
amination proceeding due to litiga-
tion.

If a patent in the process of inter
partes reexamination is or becomes in-
volved in litigation, the Director shall
determine whether or not to suspend
the inter partes reexamination pro-
ceeding.

§1.989 Merger of concurrent reexam-
ination proceedings.

(a) If any reexamination is ordered
while a prior inter partes reexamination
proceeding is pending for the same pat-
ent and prosecution in the prior inter
partes reexamination proceeding has
not been terminated, a decision may be
made to merge the two proceedings or
to suspend one of the two proceedings.
Where merger is ordered, the merged
examination will normally result in
the issuance and publication of a single
reexamination certificate under §1.997.

(b) An inter partes reexamination pro-
ceeding filed under §1.913 which is
merged with an ex parte reexamination
proceeding filed under §1.510 will result
in the merged proceeding being gov-
erned by §§1.902 through 1.997, except
that the rights of any third party re-
quester of the er parte reexamination
shall be governed by §§1.510 through
1.560.

[66 FR 76777, Dec. 7, 2000, as amended at 72
FR 18907, Apr. 16, 2007]

§1.991 Merger of concurrent reissue
application and inter partes reex-
amination proceeding.

If a reissue application and an inter
partes reexamination proceeding on
which an order pursuant to §1.931 has
been mailed are pending concurrently
on a patent, a decision may be made to
merge the two proceedings or to sus-
pend one of the two proceedings. Where
merger of a reissue application and an
inter partes reexamination proceeding
is ordered, the merged proceeding will
be conducted in accordance with §§1.171
through 1.179, and the patent owner
will be required to place and maintain
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the same claims in the reissue applica-
tion and the inter partes reexamination
proceeding during the pendency of the
merged proceeding. In a merged pro-
ceeding the third party requester may
participate to the extent provided
under §§1.902 through 1.997 and 41.60
through 41.81, except that such partici-
pation shall be limited to issues within
the scope of inter partes reexamination.
The examiner’s actions and any re-
sponses by the patent owner or third
party requester in a merged proceeding
will apply to both the reissue applica-
tion and the inter partes reexamination
proceeding and be physically entered
into both files. Any inter partes reexam-
ination proceeding merged with a re-
issue application shall be concluded by
the grant of the reissued patent.

[72 FR 18907, Apr. 16, 2007]

§1.993 Suspension of concurrent inter-
ference and inter partes reexamina-
tion proceeding.

If a patent in the process of inter
partes reexamination is or becomes in-
volved in an interference, the Director
may suspend the inter partes reexam-
ination or the interference. The Direc-
tor will not consider a request to sus-
pend an interference unless a motion
under §41.121(a)(3) of this title to sus-
pend the interference has been pre-
sented to, and denied by, an adminis-
trative patent judge and the request is
filed within ten (10) days of a decision
by an administrative patent judge de-
nying the motion for suspension or
such other time as the administrative
patent judge may set.

[69 FR 50002, Aug. 12, 2004]

§1.995 Third party requester’s partici-
pation rights preserved in merged
proceeding.

When a third party requester is in-
volved in one or more proceedings, in-
cluding an inter partes reexamination
proceeding, the merger of such pro-
ceedings will be accomplished so as to
preserve the third party requester’s
right to participate to the extent spe-
cifically provided for in these regula-
tions. In merged proceedings involving
different requesters, any paper filed by
one party in the merged proceeding
shall be served on all other parties of
the merged proceeding.
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